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DETAILED ACTION 

1 . All outstanding rejections are overcome by applicants' after-final amendment filed 
9/19/06 that has been entered. 

Upon updating the searches new references came to the attention of the examiner, 
namely, Breton et al. (U.S. 5,977,209) and Foucher et al. (U.S. 2003/0018100). In light of the use 
of these new references against the present claims, the finality of the previous office action has 
been withdrawn and thus, the following action is non-final. 

Claim Rejections - 35 USC S 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 4, 9-10, 15-17, 22-23, and 26-30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Breton et al. '209 (U.S. 5,977,209) taken in view of the evidence given in Breton 
et al. '108 (U.S. 6,384,108), Nagashima et al. (U.S. 4,625,220), and Endo et al. (U.S. 4,723,129). 

Breton et al. '209 disclose ink comprising water, solvent such as polyhydric alcohol or 
glycol ether, pigment such as carbon black, nonionic surfactant present at critical micelle 
concentration or more, and sulfonated polyester. For specific examples of the sulfonated 
polyester, Breton et al. '209 refers to U.S. serial No. 08/536,236 which corresponds to Breton et 
al. ' 108 which discloses sulfonated polyester obtained from 50 mol% diol such as alkylene 
glycol and 50 mol% diester which comprises 2.5-15 mol% sulfonated aromatic moiety, i.e. 
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aromatic dicarboxylic acid having metal sulfonate group, wherein the sulfonated polyester has 
glass transition temperature of 35-80 °C and molecular weight of 500-50,000. Breton et al. c 209 
also disclose recording method comprising depositing ink onto recording material to form image 
wherein the ink jet printer uses piezo or thermal process to form the recorded image (col.l, lines 
26-31, col.3, lines 35-40, col.5, lines 34-36 and 61-65, col.6, lines 6-7, col.6, line 52-col.7, line 
11, col.8, lines 10-22, coL9, line 48-col.lO, line 9, and col.10, lines 18-20). Although it is not 
clear if the molecular weight referred to by Breton et al. '209 is weight average or number 
average, if the molecular weight is number average, there is clear overlap with claimed 
molecular weight, i.e. 50,000, while if the molecular weight is number average, given the 
relationship between weight average molecular weight (Mw) and number average molecular 
weight (Mn), i.e. Mw/Mn > 1, it is clear that the number average molecular weight of Breton et 
al.'209 would overlap that presently claimed. 

With respect to claims 26-29, while Breton et al. 4 209 disclose depositing ink onto 
substrate using ink jet printer utilizing piezo or thermal process, there is no explicit disclosure 
regarding the components of the printer. However, it is well known, as evidenced by Nagashima 
(col.l, lines 22-33 and col.2, lines 26-46), that ink jet printer using piezoelectric process would 
inherently include ink head comprising ink tank for storing the ink, ink chamber for discharging 
the ink, and piezoelectric element for applying pressure to the ink in response to voltage applied 
using electrode. Further, it is well known, as evidenced by Endo et al. (col.l, lines 16-i9 and 
col. 14, lines 32-36), that ink jet printer using thermal process would inherently include ink head 
comprising ink tank, i.e. reservoir, for storing the ink, ink chamber having discharge ports for 
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discharging the ink, heater to heat the ink and generate air bubbles, and electrodes for applying 
voltage. 

In light of the above, it is clear that Breton et al. '209 anticipate the present claims. 

Claim Rejections - 35 USC S 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
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invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. '209 
(U.S. 5,977,209) in view of Sharma et al. '883 (U.S. 5,464,883). 

The disclosure with respect to Breton et al. '209 in paragraph 3 above is incorporated 
here by reference. 

The difference between Breton et al. '209 and the present claimed invention is the 
requirement in the claim that the water present in the ink have electroconductivity of 250 |iS/cm 
or less. 

Sharma et al. '883, which is drawn to aqueous ink jet ink comprising sulfopolyester, 
disclose using deionized water that possesses no ions in order to prevent precipitation of the 
sulfopolyester (col.4, lines 54-57). It is clear that such deionized water would intrinsically 
possess electroconductivity of 250 jiS/cm or less. 

In light of the motivation for using deionized water disclosed by Sharma et al. '883 as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
deionized water in the ink of Breton et al. '209 in order to prevent precipitation of the 
sulfopolyester, and thereby arrive at the claimed invention. 

7. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. 
'209 (U.S. 5,977,209) in view of Johnson et al. (U.S. 5,922,118). 
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The disclosure with respect to Breton et al. '209 in paragraph 3 above is incorporated 
here by reference. 

The difference between Breton et al. '209 and the present claimed invention is the 
requirement in the claims of pigment that has hydrophilic group. 

Johnson et al. disclose the use of colored pigment having attached ionic group including 
carboxyl or sulfonic group wherein the pigment is carbon black or organic pigment. The 
motivation for using such hydrophilic pigment is to produce ink with improved optical density 
(col.l, lines 14-16, col.2, lines 54-65, col.4, lines 34-40 and 49-66, col.6, line 50-col.7, line 20, 
col. 10, lines 47-59, and col.l 1, line 61 -col. 12, line 7). 

In light of the motivation for using hydrophilic pigment disclosed by Johnson et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such pigment in the ink of Breton et al. '209 in order to produce ink with improved optical 
density, and thereby arrive at the claimed invention. 

8. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. 
'209 (U.S. 5,977,209) in view of Erdtmann et al. (U.S. 6,533,408). 

The disclosure with respect to Breton et al. '209 in paragraph 3 above is incorporated 
here by reference. 

The difference between Breton et al. '209 and the present claimed invention is the 
requirement in the claims of specific pigment. 

Erdtmann et al., which is drawn to ink jet ink, disclose the use of pigment such as 
Pigment Blue 15:3, Pigment Red 122, and Pigment Yellow 138, 150, and 180 and disclose that 
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the choice of pigment depends on the specific application and performance requirements such as 
color reproduction and image stability (col.4, lines 19-26, 43-45, 52, and 58-59). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use pigment in Breton et al. '209, including Pigment Blue 15:3, Pigment Red 122, and 
Pigment Yellow 138, 150, and 180 as presently claimed, in order to produce ink with desired 
color reproduction and good image stability, and thereby arrive at the claimed invention. 

9. Claims 1, 4, 9-10, 15-17, 22-23, and 26-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Breton et al. '209 (U.S. 5,977,209) in view of Breton et al. '108 (U.S. 
6,384,108), Nagashima et al. (U.S. 4,625,220), and Endo et al. (U.S. 4,723,129). 

Breton et al. '209 disclose ink comprising water, solvent such as polyhydric alcohol or 
glycol ether, pigment such as carbon black, nonionic surfactant present at critical micelle 
concentration or more, and sulfonated polyester. For specific examples of the sulfonated 
polyester, Breton et al. '209 refers to U.S. serial No. 08/536,236 which corresponds to Breton et 
al. '108 (col.3, lines 21 and col.4, line 21-col.5, line 27)which discloses sulfonated polyester 
obtained from 50 mol% diol such as alkylene glycol and 50 mol% diester which comprises 2.5- 
15 mol% sulfonated aromatic moiety, i.e. aromatic dicarboxylic acid having metal sulfonate 
group wherein the sulfonated polyester has glass transition temperature of 35-80 °C and 
molecular weight of 500-50,000. Breton et al. '209 also disclose recording method comprising 
depositing ink onto recording material to form image wherein the ink jet printer uses piezo or 
thermal process to form the recorded image (col.l, lines 26-31, col.3, lines 35-40, col.5, lines 34- 
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36 and 61-65, col.6, lines 6-7, col.6, line 52-col.7, line 11, col.8, lines 10-22, col.9, line 48- 
col.10, line 9, and col. 10, lines 18-20). 

With respect to claims 26-29, while Breton et al. '209 disclose depositing ink onto 
substrate using ink jet printer utilizing piezo or thermal process, there is no explicit disclosure 
regarding the components of the printer. However, it is well known, as found in Nagashima 
(col.l, lines 22-33 and col.2, lines 26-46), that ink jet printer using piezoelectric process would 
intrinsically include ink head comprising ink tank for storing the ink, ink chamber for 
discharging the ink, and piezoelectric element for applying pressure to the ink in response to 
voltage applied using electrode. Further, it is well known, as found in by Endo et al. (col.l, lines 
16-19 and col.14, lines 32-36), that ink jet printer using thermal process would intrinsically 
include ink head comprising ink tank, i.e. reservoir, for storing the ink, ink chamber having 
discharge ports for discharging the ink, heater to heat the ink and generate air bubbles, and 
electrodes for applying voltage. 

With respect to the amount of aromatic dicarboxylic acid having metal sulfonate group 
that is contained in the polycarboxylic acid ingredient of the polyester, molecular weight of the 
polyester, and glass transition temperature of the polyester, it is noted that as set forth in MPEP 
2144.05, in the case where the claimed range "overlap or lie inside ranges disclosed by the prior 
art", a prima facie case of obviousness exists, In re Wertheim, 541 F.2d 257, 191 USPQ 90 
(CCPA 1976); In re Woodruff 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). Further, 
Breton et al. '209, as disclosed in Breton et al. '108, disclose controlling the amount of aromatic 
dicarboxylic acid having metal sulfonate group that is contained in the polycarboxylic acid 
ingredient of the polyester in order to control the particle size and solubility of the polyester and 
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controlling the glass transition temperature in order that the polyester self-emulsify and not 
produce sticky print (Breton et al. '108 - col.4, lines 24-35 and col. 5, lines 15-27). Further, it 
would have been within the skill level of one of ordinary skill in the art to control the molecular 
weight of the polyester in order to control the viscosity of the polymer, and thus, the ink. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to utilize in Breton et al. '209 sulfonated polyester with amount of aromatic dicarboxylic acid 
having metal sulfonate group, molecular weight, and glass transition temperature, including that 
presently claimed, in order to produce ink that would not clog the printer nozzles, would not 
produce sticky print, and would possess suitable viscosity, and thereby arrive at the claimed 
invention. 

10. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. '209 
in view of Breton et al. '108, Nagashima et al., and Endo et al. as applied to claims 1, 4, 9-10, 
15-17, 22-23, and 26-30 above, and further in view of Sharma et al. '883 (U.S. 5,464,883). 

The difference between Breton et al. '209 in view of Breton et al. '108, Nagashima et al., 
and Endo et al. and the present claimed invention is the requirement in the claim that the water 
present in the ink have electroconductivity of 250 jaS/cm or less. 

Sharma et al. '883, which is drawn to aqueous ink jet ink comprising sulfopolyester, 
disclose using deionized water that possesses no ions in order to prevent precipitation of the 
sulfopolyester (col.4, lines 54-57). It is clear that such deionized water would intrinsically 
possess electroconductivity of 250 jaS/cm or less. 
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In light of the motivation for using deionized water disclosed by Sharma et al. '883 as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
deionized water in the ink of Breton et al. '209 in order to prevent precipitation of the 
sulfopolyester, and thereby arrive at the claimed invention. 

11. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. 
'209 in view of Breton et al. '108, Nagashima et al., and Endo et al. as applied to claims 1, 4, 9- 
10, 15-17, 22-23, and 26-30 above, and further in view of Johnson et al (U.S. 5,922,118). 

The difference between Breton et al. '209 in view of Breton et al. '108, Nagashima et al., 
and Endo et al. and the present claimed invention is the requirement in the claims of pigment that 
has hydrophilic group. 

Johnson et al. disclose the use of colored pigment having attached ionic group including 
carboxyl or sulfonic group wherein the pigment is carbon black or organic pigment. The 
motivation Tor using such hydrophilic pigment is to produce ink with improved optical density 
(col.l, lines 14-16, col.2, lines 54-65, col.4, lines 34-40 and 49-66, col.6, line 50-col.7, line 20, 
col 10, lines 47-59, and col. 11, line 61 -col. 12, line 7). 

In light of the motivation for using hydrophilic pigment disclosed by Johnson et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such pigment in the ink of Breton et al. '209 in order to produce ink with improved optical 
density, and thereby arrive at the claimed invention. 
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12. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Breton et al. 
'209 in view of Breton et al. '108, Nagashima et al., and Endo et al. as applied to claims 1, 4, 9- 
10, 15-17, 22-23, and 26-30 above, and further in view of Erdtmann et al. (U.S. 6,533,408). 

The difference between Breton et al. '209 in view of Breton et al. '108, Nagashima et al, 
and Endo et al. and the present claimed invention is the requirement in the claims of specific 
pigment. 

Erdtmann et al., which is drawn to ink jet ink, disclose the use of pigment such as 
Pigment Blue 15:3, Pigment Red 122, and Pigment Yellow 138, 150, and 180 and discloses that 
the choice of pigment depends on the specific application and performance requirements such as 
color reproduction and image stability (col.4, lines 19-26, 43-45, 52, and 58-59). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use pigment in Breton et al. '209, including Pigment Blue 15:3, Pigment Red 122, and 
Pigment Yellow 138, 150, and 180 as presently claimed, in order to produce ink with desired 
color reproduction and good image stability, and thereby arrive at the claimed invention. 

13. Claims 1, 4, 9-10, 15-16, and 30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Foucher et al. (U.S. 2003/0018100) in view of Koitabashi et al. (U.S. 
6,454,402). 

Foucher et al. disclose ink comprising water, pigment such as carbon black, organic 
solvent such as polyhydric alcohol, surfactant, and polyester amine obtained from organic diol 
such as alkylene glycol, organic diacid, amino-organic diacid, and alkali-sulfonated diacid 
wherein the alkali sulfonated diacid is present in amount of 2-10 mol% based on total amount of 
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diacid. It is disclosed that the polyester amine has glass transition temperature of 50-65 °C and 
number average molecular weight of 2,000-50,000 (paragraphs 3, 19, 35, 38, 40, 42, 51-53, and 
55). 

The difference between Foucher et aL and the present claimed invention is the 
requirement in the claim that the nonionic surfactant is present in amount of critical micelle 
concentration or more. 

Foucher et al. disclose the use of surfactant, however, there is no disclosure of nonionic 
surfactant present in amount of critical micelle concentration or more. 

Koitabashi et al., which is drawn to ink jet inks, disclose the use of nonionic surfactant 
such as Acetynol in amount equal to or greater than the critical micelle concentration in order to 
produce ink which is highly penetrable and results in ink with high fixability to paper (col.l, 
lines 45-61, col.15, lines 32-34 and 55-53, col.19, lines 63-66, col.20, lines 35-58, col.20, line 
66-col.21, line 23, and col.22, lines 37-40). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use nonionic surfactant in amount equal to or greater than the critical micelle concentration 
in Foucher et al. in order to produce ink which is highly penetrable and results in ink with high 
fixability to paper, and thereby arrive at the claimed invention. 

14. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Foucher et al. in 
view of Koitabashi et al. as applied to claims 1, 4, 9-10, 15-16, and 30 above, and further in view 
of Sharma et al. '883 (U.S. 5,464,883). 
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The difference between Foucher et al. in view of Koitabashi et al. and the present claimed 
invention is the requirement in the claim that the water present in the ink have 
electroconductivity of 250 |iS/cm or less. 

Sharma et al. '883, which is drawn to aqueous ink jet ink comprising sulfopolyester, 
disclose using deionized water that possesses no ions in order to prevent precipitation of the 
sulfopolyester (col.4, lines 54-57). It is clear that such deionized water would intrinsically 
possess electroconductivity of 250 jxS/cm or less. 

In light of the motivation for using deionized water disclosed by Sharma et al. '883 as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
deionized water in the ink of Foucher et al. in order to prevent precipitation of the sulfopolyester, 
and thereby arrive at the claimed invention. 

15. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Foucher et al. 
in view of Koitabashi et al. as applied to claims 1, 4, 9-10, 15-16, and 30 above, and further in 
view of Johnson et al. (U.S. 5,922,1 18). 

The difference between Foucher et al. in view of Koitabashi et al. and the present claimed 
invention is the requirement in the claims of pigment that has hydrophilic group. 

Johnson et al. disclose the use of colored pigment having attached ionic group including 
carboxyl or sulfonic group wherein the pigment is carbon black or organic pigment. The 
motivation for using such hydrophilic pigment is to produce ink with improved optical density 
(col.l, lines 14-16, col.2, lines 54-65, col.4, lines 34-40 and 49-66, col.6, line 50-col.7, line 20, 
col. 10, lines 47-59, and col. 11, line 61 -col. 12, line 7). 
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In light of the motivation for using hydrophilic pigment disclosed by Johnson et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such pigment in the ink of Foucher et al. in order to produce ink with improved optical density, 
and thereby arrive at the claimed invention. 

16. Claims 12-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Foucher et 
al. in view of Koitabashi et al. as applied to claims 1, 4, 9-10, 15-16, and 30 above, and further in 
view of Erdtmann et al. (U.S. 6,533,408). 

The difference Foucher et al. in view of Koitabashi et al. and the present claimed 
invention is the requirement in the claims of specific pigment. 

Erdtmann et al., which is drawn to ink jet ink, disclose the use of pigment such as 
Pigment Blue 15:3, Pigment Red 122, and Pigment Yellow 138, 150, and 180 and discloses that 
the choice of pigment depends on the specific application and performance requirements such as 
color reproduction and image stability (col.4, lines 19-26, 43-45, 52, and 58-59). 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use pigment in Foucher et al., including Pigment Blue 15:3, Pigment Red 122, and Pigment 
Yellow 138, 150, and 180 as presently claimed, in order to produce ink with desired color 
reproduction and good image stability, and thereby arrive at the claimed invention. 

17. Claims 18-21 and 24-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Reem et al. (U.S. 6,715,869) in view of either Breton et al. '108 (U.S. 6,384,108) or Foucher et 
al. (U.S. 2003/0018100). 
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Reem et al. disclose ink jet ink comprising water, pigment such as Pigment Blue 15:3, 
Pigment Red 122, Pigment Yellow 74, and carbon black, solvent such as polyhydric alcohols and 
glycol ethers, nonionic surfactant, and polyester. There is also disclosed ink set comprising cyan, 
magenta, yellow, and black inks. Reem et al. also disclose recording method of recording images 
wherein the inks are deposited on a recording material (col.2, lines 49-52, col.7, lines 14-39, 
col.8, lines 13-19 and 50-59, and col.9, lines 6-12, 20-25, and 48). Although there is no explicit 
disclosure that water present in the ink has electroconductivity of 250 |iS/cm or less, given that, 
as seen in the examples, Reem et al. uses deionized water, it is clear that the water would 
inherently possess electroconductivity of 250 (iS/cm or less as presently claimed. 

The difference between Reem et al. and the present claimed invention is the requirement 
in the claims of (a) specific type of polyester and (b) nonionic surfactant that is present in 
amount of critical micelle concentration or more. 

With respect to difference (a), Reem et al. disclose the use of polyester but there is no 
disclosure of specific polyester as presently claimed. It is noted that while Reem et al. disclose 
the use of polyester known under the tradename EASTMAN AQ55, this is only one "preferred 
polyester" disclosed by Reem et al. A fair reading of Reem et al. as a whole broadly discloses the 
use of polyester (col.8, line 10) that is not limited to only the preferred types. 

Breton et al. '108, which is drawn to ink jet ink, disclose the use of sulfonated polyester 
obtained from 50 mol% diol such as alkylene glycol and 50 mol% diester which comprises 2.5- 
15 mol% sulfonated aromatic moiety, i.e. aromatic dicarboxylic acid having metal sulfonate 
group, wherein the sulfonated polyester has glass transition temperature of 35-80 °C and 
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molecular weight of 500-50,000 in order to produce ink with excellent waterfastness and high 
print quality (col.3, lines 21 and col.4, line 21-col.5, line 27). 

Alternatively, Foucher et al., which is drawn to ink jet ink, disclose ink comprising 
polyester amine obtained from organic diol such as alkylene glycol, organic diacid, amino- 
organic diacid, and alkali-sulfonated diacid wherein the alkali sulfonated diacid is present in 
amount of 2-10 mol% based on total amount of diacid. It is disclosed that the polyester amine 
has glass transition temperature of 50-65 °C and number average molecular weight of 2,000- 
50,000 in order to produce ink with good waterfastness and low smear print quality (paragraphs 
3, 19, 31, 35, 38, 40, 42, 51-53, and 55). 

With respect to difference (b), Reem et al. disclose the use of nonionic surfactant, 
however, there is no disclosure that the nonionic surfactant is present in amount of critical 
micelle concentration or more. 

Koitabashi et al, which is drawn to ink jet inks, disclose the use of nonionic surfactant in 
amount equal to or greater than the critical micelle concentration in order to produce ink which is 
highly penetrable and results in ink with high fixability to paper (coll, lines 45-61, col. 15, lines 
32-34 and 55-53, col.19, lines 63-66, col.20, lines 35-58, col.20, line 66-col.21, line 23, and 
col.22, lines 37-40). 

In light of the motivation for using specific polymer disclosed by Breton et al. ' 108 or 
Foucher et al. and for using nonionic surfactant in amount equal to or greater than the critical 
micelle concentration disclosed by Koitabashi et al. as described above, it therefore would have 
been obvious to one of ordinary skill in the art to (i) use such polyester as the polyester in Reem 
et al in order to produce ink with excellent waterfastness and high print quality, or alternatively, 
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good waterfastness and low smear print quality, and (ii) to use nonionic surfactant in amount 
equal to or greater than the critical micelle concentration in Reem et al. in order to produce ink 
which is highly penetrable and has high fixability to paper, and thereby arrive at the claimed 
invention. 

18. NOTE: It is noted that the present specification provides comparative data. However, it 
is the examiner's position that such data is not persuasive in overcoming the 35 USC 103 
rejections above utilizing Breton et al. '209 for the following reasons. 

The comparative data compares ink within the scope of the present claims, i.e. 
comprising polyester possessing glass transition temperature (Tg) and number average molecular 
weight (Mn) as presently claimed (examples 1-7), with ink outside the scope of the present 
claims, i.e. comprising polyester possessing Tg outside the scope of the present claims (example 
9) and Mn outside the scope of the present claims (example 10). It is shown that the presently 
claimed inks are superior in terms of image quality or discharge stability. 

However, the data is not persuasive given that there is not proper side-by-side 
comparison between examples 1-7 and example 9 or example 10. That is, the inks of examples 1- 
7 and example 9 or example 10 contain different types and amount of surfactant and organic 
solvent. Further, the inks of example 9 and example 10 each comprise water with different 
electroconductivity then the water of examples 1-7. Thus, it is not clear if the differences 
between examples 1-7 and example 9 or examples 1-7 and example 10 are due to the difference 
in glass transition temperature (example 9) or molecular weight (example 10) or to the different 
types and amounts of solvents, surfactants, etc. utilized in the inks. Further, the comparative data 
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is not commensurate in scope with the scope of the "closest" prior art, namely, Breton et al. '209. 
That is, example 10 utilizes polyester with number average molecular weight of 51,000, which is 
not only outside the scope of the present claims but also outside the scope of Breton et al. '209 
where the highest disclosed molecular weight is 50,000. 

19. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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